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DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
clainms 1, 2, 4-8 and 11. Cdains 9 and 10, which are all of
the other clainms remaining in the application, stand w thdrawn
from consideration by the exam ner as being directed toward a

nonel ected i nventi on.
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THE | NVENTI ON

The appellant clainms a nethod for cleaning a glass
surface of a mrror by using a portable, high-speed rotary
power tool to rub the surface with a pad having thereon an
acidic, abrasive conposition. Caim1is illustrative:

1. A nmethod for cleaning a glass surface of a mrror,
conpri si ng:

affixing a pad to a portable, power tool having neans for
engagi ng the pad,;

appl ying a conposition having a pH less than 7.0 and
cont ai ning an abrasive to the pad;

applying the pad to the glass surface;

operating the tool in a rotary notion at high speed until
the gl ass surface is clean;

and
removi ng excess conposition fromthe gl ass surface.

THE REFERENCES

Thomas et al. (Thomas) 5,192, 460 Mar. 9,
1993
McLaughl i n WO 84/ 03459 Sep. 13,
1984

THE REJECTI ON

Clains 1, 2, 4-8 and 11 stand rejected under 35 U S. C
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8 103 as being unpatentabl e over McLaughlin in conbination

wi th Thonsas.

OPI NI ON

W reverse the aforenentioned rejection. W need to
address only claim1, which is the sole independent claim

McLaughlin discloses “[a] dry glass cleaner in the form
of a flexible, porous substrate base which is inpregnated with
fine particles of a water-insoluble solid which are adapted to
di sperse the dirt present on a soiled glass surface into a
thin, opaque filmwhen the cleaner is noistened and w ped over
the gl ass surface” (abstract). “Wen the base, which may be
in the formof a porous sheet, is wetted and wi ped over a
gl ass, ceramc, or other nonporous surface, the water
insoluble material is physically transferred to the gl ass
surface where it mxes with the soil to leave a thin, visible
filmor haze. The filmor haze, either in the dry, partially
dry, or wet state, is then wiped off the wi ndow with an
uncoat ed paper or cloth towel” (page 3, lines 8-15).
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Thomas di scl oses “an acidic m croemul sion that can be
sprayed onto the surface to be cl eaned, and w ped off wi thout
usual rinsing, and still will |eave the cleaned surface bright

and shiny” (col. 1, lines 11-14).

The appellant’s claim1 recites that a pad having thereon
an abrasive, acidic conmposition is affixed to a portable,
power tool which is rotated at high speed until the gl ass
surface is clean. During patent prosecution, clainms are to be
gi ven their broadest reasonable interpretation consistent with
the specification, as the clai mlanguage woul d have been read
by one of ordinary skill in the art in view of the
specification and prior art. See In re Zletz, 893 F. 2d 319,
321, 13 UsSPQ2d 1320, 1322 (Fed. Cr. 1989); In re Sneed, 710
F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Gr. 1983); In re
Herz, 537 F.2d 549, 551, 190 USPQ 461, 463 (CCPA 1976); In re
Okuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466 (CCPA 1976); In
re Kroekel, 504 F.2d 1143, 1146, 183 USPQ 610, 612 (CCPA

1974); In re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238-39
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(CCPA 1971). The applied prior art does not nention power
tools, and the appellant’s specification discloses only rotary
speeds of about 9,000 to about 13,000 revolutions per mnute
(specification, page 3, lines 1-2; page 4, lines 14-15).

Thus, we interpret “high speed” in the appellant’s claim?29 as
meani ng that the rotary speed is on the order of about 9,000

to about 13,000 revol utions per m nute.

The exam ner argues (answer, page 4) that “it has been
hel d that broadly providing a nmechanical or automatic neans to
repl ace manual activity which has acconplished the sane result
involves only route in [sic, routine] skill in the art. Inre
Venner, 120 USPQ 192.”

In In re Venner, 262 F.2d 91, 94, 120 USPQ 192, 194 (CCPA
1958), the appellants argued that “the basis for all owance of
the appealed clains [to an apparatus for nolding trunk pistons
of al um num and nmagnesi um al | oys] resides in the conbination
of the old permanent-nold structures together with a timer and
sol enoi d which automatically actuates the known pressure val ve
systemto rel ease the inner core after a predetermned tine
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has el apsed.” The court stated that “it is well settled that
it is not ‘invention’” to broadly provide a nmechanical or
automatic neans to replace manual activity which has
acconplished the sane result.” Venner, 262 F.2d at 95, 120
USPQ at 194. 1In Venner, however, all limtations in the
clainms, including the automatic neans, were disclosed in the
applied references. See Venner, 262 F.2d at 96, 120 USPQ at
195.

In the present case, unlike in Venner, the exam ner has
not provided a reference which discloses a high speed rotary
power tool, |let alone one which is used for cleaning glass.
The exam ner has nerely relied upon a per se rule that
provi di ng a nmechani cal or automatic neans to replace nanual
activity which has acconplished the sane result is
unpatentable. As stated by the Federal Circuit inlIn re
Cchiai, 71 F.3d 1565, 1572, 37 USPQ2d 1127, 1133 (Fed. Gr
1995), “reliance on per se rules of obviousness is legally
incorrect and nust cease.” Moreover, as correctly pointed out
by the appellant (brief, pages 4-5), the exam ner has not

establ i shed that manual rubbing acconplishes the same result
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as a rotary power tool.

The exam ner argues that “it would have been obvious for
one skilled in the art to use the power tool with certain
speed instead of the manual pad to obtain optinmmresults”
(answer, page 6). Both of the references relied upon by the
exam ner, however, indicate that little rubbing is required to
cl ean surfaces using the disclosed conpositions. MLaughlin
states that “a dried strip of the filmformed by the
application of a wetted w ndow cl eaner to a gl ass surface
shoul d be conpletely renovable by no nore than 5-6 passes,
preferably 1-3 passes of a dry paper towel applied to the film
at a pressure of about 1 Ib./sq. inch, a force which
approxi mates the wi ping force applied by an average user to
the dried filmon a vertical glass surface” (page 10, lines
13-19), and that it is “an object of the present invention to
provi de a product which mnimzes the effort required to clean
a glass surface” (page 2). Thonas teaches: “Sonetines, the
product may be fornul ated as an ‘aerosol spray type’', so that
its foamdischarged fromthe aerosol container will adhere to
the surface to be cleaned. At other tines the aqueous nedi um
may be such as to result in a gel or paste, which is deposited
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on the surface by hand application, preferably with a sponge
or cloth, and is renoved by a conbination of rinsing and

W ping, preferably with a sponge, after which it may be |eft
to dry to a shine, or may be dried with a cloth” (col. 10,
lines 21-30). Thomas al so discloses: “In use, the

m croemul sion i s sprayed onto ‘bathtub ring’  on a bathtub,
which also includes linme scale, in addition to soap scum and
greasy soil. The rate of application is about 5 m. per 5
meters of ring (which is about 3 cm wde). After application

and a wait of about two mnutes the ring is wiped off with a

sponge and is sponged off with water. It is found that the
greasy soil, soap scum and even the line scale, have been
renmoved effectively. In those cases where the line scale is

particularly thick or adherent a second application may be
desirable, but that is not considered to be the norni (col.
11, lines 19-29). The exam ner has not explained, and it is
not apparent, why these disclosures of use of little w ping
with a paper towel or sponge would have indicated to one of
ordinary skill in the art that optimumresults would be
obt ai ned by rubbing the surface using a high speed rotary

power tool.
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For the above reasons we conclude that the exam ner has
not carried the burden of establishing a prima facie case of
obvi ousness of the appellant’s clainmed invention.
Accordingly, we reverse the examner’s rejection

DECI SI ON
The rejection of clains 1, 2, 4-8 and 11 under 35 U S. C

8 103 over MLaughlin in conbination with Thonmas is reversed.

REVERSED

TERRY J. OWENS )

Adm ni strative Patent Judge )
)
)

CATHERI NE TI MM ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

ROMULO H. DELMENDO )

Adm ni strative Patent Judge )
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